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DETAILED ACTION 

1 . This document is the first Office Action on the merits. This action is responsive 
to the following communications: The Non-Provisional Application, which was filed on 
December 8, 2003. 

2. Claims 1-26 have been examined, with claims 1,10, and 19 being the 
independent claims. 

3. Claims 1-26 are rejected. 

Information Disclosure Statement 

4. A signed and dated copy of applicant's IDS, which was filed on June 7, 2004, is 
attached to this Office Action. 

It is noted that the reference attributed to Chaudhuri was not considered and was 
stricken through in the IDS because it was not dated and the Examiner could not readily 
determine a date from the document. 

It is noted that the reference attributed to Neumuller was not considered and was 
stricken through in the IDS because it was not dated and the Examiner could not readily 
determine a date or origin from the document. It is noted that what may be a partial 
date is observable. 

Applicants are invited to resubmit the un-considered documents in a later IDS, 
along with appropriate date and origin designations, for consideration by the Examiner. 
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The Specification 

5. Applicant is required to update the status (pending, allowed, etc.) of all parent 
priority applications in the first line of the specification. The status of all citations of U.S. 
filed applications in the specification should also be updated where appropriate. 

6. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

7. The specification contains in excess of 300 lines of computer code and is 
required to be shortened or, in the alternative, deleted and re-submitted on a compact 
disk in compliance with 37 CFR 1.52(e). See, 37 CFR 1.96. 

Claims Objections 

8. Claims 1, 4, 5, 10, 13, 14, 19, 23, and 24 are objected to because of the 
following informalities: 

a) Claims 1, 4, 5, 10, 13, 14, 19, 23, and 24, use of the term "ML" as an 
abbreviation for the term "markup language." "ML" is not generally regarded as a 
standard abbreviation for that term. Applicant's are requested to consider 
amending the claims to use the phrase "markup language" for purposes of clarity. 

b) Claim 19, at line 5, appears to repeat the phrase "is arranged to" as a 
typo. The phrase "is arranged to is arranged to" will be read as "is arranged to." 

Appropriate correction is required. 
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Claims Rejections - 35 U.S.C. 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 1-9, 19-26 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 1-9 and 19-26 are directed 
to nonfunctional descriptive material. See, MPEP 2106.IV.B.1. 

Regarding claims 1-9: 

Independent claim 1 recites computer-executable components on a computer- 
readable medium that are "arranged to . . .." Claims 2-9 inherit the rejection of claim 1 
through their dependency on claim 1 , and claims 2-9 do not remedy the grounds for the 
rejection. There is no functional relationship imparted by this data to a computing 
device. The claim describes software per se recorded on memory. Therefore, the claim 
is drawn to non-functional descriptive material which is non-statutory per se. The fact 
that the claim recites a computer readable medium does not provide the utility (i.e., 
practical application in the technological arts) required under 35 U.S.C. 101 for the 
manufacture. See, MPEP 2106.IV.B.1. 

Regarding claims 19 and 20-26: 

Independent claim 19 recites "a system for displaying and modifying electronic 
documents, comprising: an electronic document file . . . an editor that is arranged to is 
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arranged to . . . and an encoder that is arranged to " Claims 20-26 inherit the 

rejection of claim 19 through their dependency on claim 19, and claims 20-26 do not 
remedy the grounds for the rejection. There is no functional relationship imparted by 
this data to a computing device. The claim describes software per se recorded on 
memory. Therefore, the claim is drawn to non-functional descriptive material which is 
non-statutory per se. The fact that the claim recites a computer readable medium does 
not provide the utility (i.e., practical application in the technological arts) required under 
35 U.S.C. 101 for the manufacture. See, MPEP 2106.IV.B.1. 

1 0. In the interest of compact prosecution, the application is further examined against 
the prior art, as stated below, upon the assumption that the applicants may overcome 
the above stated rejections under 35 U.S.C. 101. 

Claims Rejections - 35 U.S.C. 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 1-26 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Altova Inc. & Altova GmbH, "XML Spy 4.0 Manual," copyright 1998-2001, published 
September 9, 2001, pages 1-401, [hereinafter "XML Spy"]. 
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Note that the elaboration of the grounds of the rejection begins with independent 
claim 10. Claims 1-9 recite similar subject matter to that specified in claims 10-18, but 
claims 1-9 are not used as the exemplary claims due to the lack of clarity of the claim 
language as is described above in the rejection of claims 1-9 under 35 U.S.C. 101. 
Claims 10-18 are used as the exemplary claims because they are not rejected under 35 
U.S.C. 101 and are more clearly expressed. 

Regarding claims 1-9: 

Claims 1-9 incorporate substantially similar subject matter as claimed in claims 
10-18, respectively, and are rejected along the same rationale. 

Regarding independent claim 10, XML Spy teaches: 

A method for handling electronic documents, comprising: 

editing an electronic document comprising automatically generated 

document properties; 

prompting and receiving custom properties for the electronic document 

from a user; and 

encoding in an ML format the electronic document, the automatically 
generated document properties, and the custom properties received from the 
user. 

(See, XML Spy, pages 1-401, teaching editing electronic documents with automatically 
generated properties, prompting and receiving custom properties for the electronic 
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document from a user, and encoding the electronic document in a markup language, 
including the automatically generated document properties and the custom properties 
received from the user. See more specifically, XML Spy, pages 1-17 teaching editing 
and saving electronic documents in XML, a markup language, and see XML Spy, page 
354 teaching prompting a user to edit an electronic document.) 

Regarding dependent claim 11, XML Spy teaches: 

The method of Claim 10, wherein the electronic document is a word- 
processor document. 

(See, XML Spy, pages 198-207, teaching that the electronic document may be a word- 
processor document.) 

Regarding dependent claim 12, XML Spy teaches: 

The method of Claim 10, wherein the electronic document is a 
spreadsheet document. 
(See, XML Spy, pages 67 and 99, teaching that the electronic document may be a 
spreadsheet.) 

Regarding dependent claim 13, XML Spy teaches: 

The method of Claim 10, further comprising generating backwards 
compatibility properties in response to a version number of the computer- 
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executable component, and wherein the third component is further arranged to 
encode the backwards compatibility properties in an ML format. 
(See, XML Spy, pages 51-90 teaching versioning and backwards compatibility in a 
markup language format. See also, XML Spy, page 55, teaching document version 
identification.) 

Regarding dependent claim 14, XML Spy teaches: 

The method of Claim 13, further comprising generating application 
environment properties in response to an application environment of the 
computer-executable components, and wherein the third component is further 
arranged to encode the application environment properties in an ML format. 

(See, XML Spy, pages 51-90 teaching versioning and backwards compatibility in a 

markup language format.) 

Regarding dependent claim 15, XML Spy teaches: 

The method of Claim 10, wherein the automatically generated document 
properties comprise a LastAuthor element. 
(It is noted that the disclosure of the element "Last Author" states only that it is a 
property setting that "can be saved inside the 'DocumentProperties' element container," 
and that the term "represents the last author of the document." See, disclosure, page 8, 
lines 8-10. 
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See, XML Spy, page 132, teaching identification of the user, or author, in the 
save functions.) 

Regarding dependent claim 16, XML Spy teaches: 

The method of Claim 10, wherein the custom properties comprise a 

Married element of type Boolean. 
(It is noted that the term "Married" occurs in the disclosure solely as an example of what 
might be saved in a "custom property setting." See, disclosure, page 9, lines 26-28, and 
figure 5. Accordingly, the designation "Married" is read as non-functional descriptive 
material and not limiting of the claimed invention. Saving of a Boolean type property in 
a custom property function is read as limiting. 

See, XML Spy, pages 287-362, teaching forms editing and custom properties, 
including Boolean value properties.) 

Regarding dependent claim 17, XML Spy teaches: 

The method of Claim 13, wherein the backwards compatibility properties 
comprise a Justification element. 
(See, XML Spy, pages 147, 198, and 204, teaching forward and backward generation of 
XML document in structured formats.) 
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Regarding dependent claim 18, XML Spy teaches: 

The method of Claim 14, wherein the application environment properties 
comprise a zoom element 
(See, XML Spy, pages 136 and 191, teaching the zoom element.) 

Regarding independent claim 19: 

Claim 19 incorporates substantially similar subject matter as claimed in claim 1 
and is rejected along the same rationale. 

Regarding dependent claim 20, XML Spy teaches: 

The system of claim 19, wherein the electronic document is stored in a 
proprietary format 

(See, XML Spy, pages 380-388, teaching that XML Spy is a commercially licensed 
product and therefore, by definition, proprietary.) 

Regarding dependent claims 21-26 : 

Claims 21-26 incorporate substantially similar subject matter as claimed in claims 11- 
16, respectively, and are rejected along the same rationale. 

12. It is noted that any citations to specific, pages, columns, lines, or figures in the 
prior art references and any interpretation of the references should not be considered to 
be limiting in any way. A reference is relevant for all it contains and may be relied upon 
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for all that it would have reasonably suggested to one having ordinary skill in the art. 
See, MPEP2123. 

Conclusion 

13. The following prior art is made of record and not relied upon that is considered 
pertinent to applicants' disclosure: 

Alshuler, L, "Getting the Tags In: Vendors Grapple with XML-Authoring, Editing 
and Cleanup," The Seybold Report on Internet Publishing, Volume 5, Number 6, 
February 2001, pages 1-6. 

HV, Ltd., "WorX Standard Edition (SE) 'XML Authoring Made Easy'," 
HyperVision, Ltd., published on the Internet as of June 3, 2001 as a PDF file linked to 
http://web.archive.org/web/2001060315221 0/www.hvltd.com/default.asp?name= 
information/xml/worxseOverview.xml&display=information/xsl/default.xsl, pages 1 -9. 

Individuals associated with the filing or prosecution of a patent application are 
reminded of their obligations pursuant to 37 CRF 1.56. See generally, MPEP 2001 and 
subsections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael K. Botts whose telephone number is 571-272- 
5533. The examiner can normally be reached on Monday through Friday 8:00-4:00 
EST. 



Application/Control Number: 10/730,301 Page 12 

Art Unit: 2176 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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